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(3) Relates to any disciplinary pro-
ceeding commenced in the Patent and
Trademark Office prior to March 8,
1985;

(4) Relates to experts except as the
administrative law judge may require
under paragraph (e) of this section.

(5) Is privileged; or
(6) Relates to mental impressions,

conclusions, opinions, or legal theories
of any attorney or other representative
of a party.

(c) The administrative law judge may
deny discovery requested under para-
graph (a) of this section if the dis-
covery sought:

(1) Will unduly delay the disciplinary
proceeding;

(2) Will place an undue burden on the
party required to produce the discovery
sought; or

(3) Is available (i) generally to the
public, (ii) equally to the parties; or
(iii) to the party seeking the discovery
through another source.

(d) Prior to authorizing discovery
under paragraph (a) of this section, the
administrative law judge shall require
the party seeking discovery to file a
motion (§ 10.143) and explain in detail
for each request made how the dis-
covery sought is necessary and rel-
evant to an issue actually raised in the
complaint or the answer.

(e) The administrative law judge may
require parties to file and serve, prior
to any hearing, a pre-hearing state-
ment which contains:

(1) A list (together with a copy) of all
proposed exhibits to be used in connec-
tion with a party’s case-in-chief,

(2) A list of proposed witnesses,
(3) As to each proposed expert wit-

ness:
(i) An identification of the field in

which the individual will be qualified
as an expert;

(ii) A statement as to the subject
matter on which the expert is expected
to testify; and

(iii) A statement of the substance of
the facts and opinions to which the ex-
pert is expected to testify,

(4) The identity of government em-
ployees who have investigated the case,
and

(5) Copies of memoranda reflecting
respondent’s own statements to admin-
istrative representatives.

(f) After a witness testifies for a
party, if the opposing party requests,
the party may be required to produce,
prior to cross-examination, any writ-
ten statement made by the witness.

§ 10.153 Proposed findings and conclu-
sions; post-hearing memorandum.

Except in cases when the respondent
has failed to answer the complaint, the
administrative law judge, prior to
making an initial decision, shall afford
the parties a reasonable opportunity to
submit proposed findings and conclu-
sions and a post-hearing memorandum
in support of the proposed findings and
conclusions.

§ 10.154 Initial decision of administra-
tive law judge.

(a) The administrative law judge
shall make an initial decision in the
case. The decision will include (1) a
statement of findings and conclusions,
as well as the reasons or basis there-
fore with appropriate references to the
record, upon all the material issues of
fact, law, or discretion presented on
the record, and (2) an order of suspen-
sion or exclusion from practice, an
order of reprimand, or an order dis-
missing the complaint. The adminis-
trative law judge shall file the decision
with the Director and shall transmit a
copy to the representative of the Direc-
tor and to the respondent. In the ab-
sence of an appeal to the Commis-
sioner, the decision of the administra-
tive law judge will, without further
proceedings, become the decision of the
Commissioner of Patents and Trade-
marks thirty (30) days from the date of
the decision of the administrative law
judge.

(b) The initial decision of the admin-
istrative law judge shall explain the
reason for any penalty or reprimand,
suspension or exclusion. In deter-
mining any penalty, the following
should normally be considered:

(1) The public interest;
(2) The seriousness of the violation of

the Disciplinary Rule;
(3) The deterrent effects deemed nec-

essary;
(4) The integrity of the legal profes-

sion; and
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